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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

  
-------------------------------------------------------------------------------------- X  

Green Ivy Educational Consulting, LLC, 

 

   Opposer, 

 

 v. 

 

Green Ivy Holdings LLC,  

 

   Applicant. 

: 

 

: 

 

: 

 

: 

 

: 

 

: 

 

 

Opposition No. 91211873 

 

Serial Nos.: 85775379, 85775380 

and 85775382 

 

Marks:  GREEN IVY, GREEN 

IVY SCHOOLS and GREEN 

IVY LEARNING 

 
-------------------------------------------------------------------------------------- X  

 

OPPOSER’S MOTION FOR AN ORDER TO COMPEL PRODUCTION  

AND RESPONSES TO INTERROGATORIES 

 

Pursuant to Rule 37 of the Federal Rules of Civil Procedure, 37 C.F.R. § 2.120(e) and 

TBMP §523.01, Green Ivy Educational Consulting, LLC (“Opposer”), HEREBY MOVES THIS 

Board for an order compelling Applicant, Green Ivy Holdings LLC (“Applicant”) immediately to 

respond to and produce documents responsive to Opposer’s Request for the Production of 

Documents and to respond to Opposer’s First Set of Interrogatories, all without objection on the 

merits.   

The facts and argument in support of Opposer’s motion are set forth in Opposer’s 

Memorandum in Support of its Motion for an Order to Compel Production and Responses to 

Interrogatories, submitted herewith.   

Dated: New York, New York 

December 24, 2013 

Respectfully submitted,  

 

SATTERLEE STEPHENS BURKE & BURKE LLP 

By:       

Mark Lerner 
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Jennifer Philbrick McArdle 

Attorneys for Opposers 

230 Park Avenue 

New York, New York 10169 

Telephone: (212) 818-9200 

Facsimile: (212) 818-9606 

 

 

 

CERTIFICATE OF SERVICE 

(37 C.F.R. § 2.119) 

 

  I declare under penalty of perjury that on the 24th day of November, 2013, 

OPPOSER’S MOTION FOR AN ORDER TO COMPEL PRODUCTION  

AND RESPONSES TO INTERROGATORIES, MEMORANDUM OF LAW IN SUPPORT OF 

OPPOSER’S MOTION TO COMPEL PRODUCTION AND RESPONSES TO 

INTERROGATORIES and Declaration of Mark Lerner were served on applicant, GREEN IVY 

HOLDINGS LLC, by delivering a true and correct copy, by First Class Mail, postage prepaid, to: 

 

Joseph R. Englander, Esq. 

 Shutts & Bowen LLP 

 200 E. Broward Blvd., Ste. 2100 

 Fort Lauderdale, Florida 33301-1972 

   

 

 

    

       Mark Lerner 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

  
-------------------------------------------------------------------------------------- X  

Green Ivy Educational Consulting, LLC, 

 

   Opposer, 

 

 v. 

 

Green Ivy Holdings LLC,  

 

   Applicant. 

: 

 

: 

 

: 

 

: 

 

: 

 

: 

 

 

Opposition No. 91211873 

 

Serial Nos.: 85775379, 85775380 

and 85775382 

 

Marks:  GREEN IVY, GREEN 

IVY SCHOOLS and GREEN 

IVY LEARNING 

 
-------------------------------------------------------------------------------------- X  

 

MEMORANDUM OF LAW IN SUPPORT OF OPPOSER’S MOTION  

TO COMPEL PRODUCTION AND RESPONSES TO INTERROGATORIES 

Pursuant to Rule 37(a) of the Federal Rules of Civil Procedure, 37 C.F.R. § 2.120(e) and 

TMBP § 523.01, Opposer, Green Ivy Educational Consulting, LLC (“Opposer” or “GIEC”), by 

its attorneys Satterlee Stephens Burke & Burke LLP, hereby moves the Trademark Trial and 

Appeal Board (the “Board”) for an Order compelling Applicant, Green Ivy Holdings 

(“Applicant”), to respond to Opposer’s respond to and produce documents responsive to 

Opposer’s Request for the Production of Documents and to respond to Opposer’s First Set of 

Interrogatories, all without objection.  

PRELIMINARY STATEMENT 

GIEC commenced offering various educational services including academic coaching, 

test preparation counseling, curriculum development, workshops and consultation services 

relating to the implementation of its organizational and time management program into school 

curricula and home environments under the mark GREEN IVY at least as early as 2004.  

Despite apparently having undertaken a search which identified GIEC’s use of the mark 

GREEN IVY in, at a minimum, California, Applicant nonetheless filed applications to register 
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the marks GREEN IVY, GREEN IVY SCHOOLS and GREEN IVY LEARNING. Though 

Applicant was advised that GIEC has in fact used the mark GREEN IVY around the country and 

has a national reputation, it persisted with the application.  

GEIC commenced this opposition in August 2013, to challenge the application for federal 

registration of the marks GREEN IVY, GREEN IVY SCHOOLS, and GREEN IVY 

LEARNING, all of which were filed on the basis of intent to use in connection with educational 

services, office administration for schools, nearly a decade after GIEC commenced its use of the 

GREEN IVY mark for similar services.  

GIEC has at all times acted in good faith to settle this dispute or proceed with the 

opposition. Applicant, however, has continually stalled and failed to engage in the process. 

Following an attempt at voluntary exchange of documents – GIEC provided documents to 

Applicant, but Applicant did not provide any in return – GIEC served discovery requests, 

interrogatories and requests to admit on Applicant. Applicant, without any excuse or 

justification, simply failed to respond to any of the discovery served by GIEC without proffering 

any excuse or seeking any additional time. When contacted by GIEC’s counsel, Applicant 

acknowledged its failure to provide documents and responses, which were admittedly owing, but 

did not propose any schedule upon which the responses and documents would be produced. 

Given the complete failure of Applicant to respond and engage in a meaningful discussion 

regarding proposed production, GIEC is forced to make this motion.  

GIEC respectfully submits that it is entitled to an order compelling responses, without 

objection, to document requests and interrogatories within fifteen days. GIEC respectfully 

requests that the Board not suspend proceedings during its consideration of this motion, which 

suspension would only reward Applicant for its delay.  
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STATEMENT OF FACTS 

GIEC instituted this action on August 5, 2013 by filing a Notice of Opposition. Following 

the initial conference between the parties, GIEC voluntarily provided documents evidencing its 

use of the mark without service of any discovery demands expecting similar voluntary 

production of documents by Applicant based on its representation that it would provide such 

documents. These documents were never forthcoming. Lerner Decl. ¶ 4.  

Early efforts to settle the opposition have proven unavailing and Applicant has engaged 

in an effort to delay proceedings. Lerner Decl. ¶ 5. On November 13, 2013 – the deadline for 

serving initial disclosures – Applicant contacted GIEC and expressed a willingness to meet to 

discuss settlement. During a phone call on that day, Applicant requested an adjournment of the 

deadline to serve initial disclosures. GIEC refused given the lack of meaningful discussions to 

date, but expressed a willingness to meet to discuss settlement. On or about November 14, 2013, 

GIEC proposed a settlement meeting the following week. Applicant never responded. Lerner 

Decl. ¶ 6. 

On November 13, 2013 following service of its Initial Disclosures, GIEC served its 

Request for Production of Documents and Request for Admissions and First Set of 

Interrogatories on Applicant, copies of which are annexed to the Lerner Affidavit as Exhibits A 

and B. Lerner Decl. ¶ 7. The deadline to respond to these discovery requests was December 18, 

2013.  Lerner Decl. ¶ 9. GIEC has also served Notices of Deposition scheduling depositions for 

January 8, 9 and 17. Applicant has never responded to the deposition notices. It has not indicated 

that these dates are in any way inconvenient or difficult. Lerner Decl. ¶ 8. 

No responses to written discovery requests, interrogatories or requests to admit were 

served on December 18, 2013 or thereafter. Applicant never contacted GIEC while the requests 
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were pending and never advised it that it would not meet the December 18, 2013 deadline. 

Lerner Decl. ¶ 9. 

On December 23, 2013, counsel for GIEC contacted counsel for Applicant to seek 

information on why there had been no production and whether and when it could expect 

responses to be provided. Counsel offered no excuse or justification for the failure to respond. 

Rather, counsel advised only that Applicant was aware documents and interrogatory responses 

were due and that he was attempting to speak to his client. He could not provide any information 

about when he might speak to his client or when he anticipated being in a position to respond to 

the discovery requests. Lerner Decl. ¶ 11. 

This motion to compel followed. 

ARGUMENT 

Applicant’s utter failure to respond to GIEC’s discovery requests is completely 

unjustified and unexcused. Pursuant to Rules 33 and 34 of the Federal Rules of Civil Procedure 

and 37 C.F.R. §2.120(a)(3), responses to interrogatories and document requests must be served 

within thirty days from the date of service. Under 37 C.F.R. §2.120(e), a motion to compel is 

permitted when a party fails timely to respond to discovery.  

When no responses to discovery requests are served, the Board has great leeway in 

determining whether a forfeiture should be found due to such failure. No Fear Inc. v. Rule, 54 

USPQ2d 1551, 1554 (TTAB 2000). In a circumstance where there is no excuse for the failure to 

respond to discovery requests and interrogatories, the party may be properly found to have 

forfeited its right to object to discovery. TMBP §403.03, 405.04; Envirotech Corp. v. Compagnie 

Des Lampes, 219 USPQ 448, 449 (TTAB 1979) (excusable neglect not shown where opposer 

was out of the country and, upon return, failed to ascertain that responses were due).  
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Here, absolutely no excuse was offered for the failure to respond. Applicant never 

contacted GIEC to seek an extension of the deadline, nor to advise GIEC of the likely delay of 

responses. It is uncertain whether or when Applicant would ever have contacted GIEC, had 

GIEC not telephoned Applicant to inquire as to the status of the responses. When contacted by 

GIEF, Applicant did not proclaim to have been unaware of the deadlines. To the contrary, it 

freely acknowledged that responses were due and owning. Nor did Applicant advise that the 

deadlines could not be met due to circumstances beyond its control. Indeed, counsel simply 

noted that he was attempting to reach his client and did not know when they would speak or 

when documents and responses would be provided.  

Applicant was also aware of the depositions that were noticed by GIEC for early and 

mid-January, but did not advise that they were inconvenient in any way. GIEC had noticed the 

depositions three weeks following the deadline for responses to discovery so that it could keep 

the opposition moving promptly forward and so that it would have the benefits of having 

discovery in hand at the time of the depositions. The failure timely to respond will likely delay 

the depositions scheduled by GIEC and never objected to by Applicant. Rather than contact 

GIEC in a timely and professional manner to seek a delay or rescheduling of the depositions, 

Applicant simply failed to respond to discovery, knowing that would have the likely effect of 

delaying the depositions. While GIEC could proceed with the depositions, it would potentially 

have to re-call the deponents for further testimony upon receipt of the requested documents. 

GIEC should not be forced either to delay its depositions or put to the additional expense of 

multiple days of depositions when absolutely no legitimate basis has been proffered by Applicant 

for its delay.  
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The purported unavailability of Applicant to confer with counsel, even after the known 

deadline for responding to discovery had passed, is not a proper basis for failing to respond and 

should not be countenanced by the Board.  

CONCLUSION 

The blatant and unrepentant failure of applicant to respond to discovery requests and 

interrogatories warrants an order compelling responses and documents to be served immediately 

and without objections on the merits. GIEC respectfully requests an Order compelling discovery 

be entered and that during the pendency of the motion the Board no suspend proceedings so that 

Applicant does not further profit from further delay of this opposition.  

Date: December 24, 2013 

 

Respectfully submitted,  

 

SATTERLEE STEPHENS BURKE & BURKE LLP 

 

By:      

Mark Lerner 

Jennifer Philbrick McArdle 

Attorneys for Opposers 

230 Park Avenue 

New York, New York 10169 

Telephone: (212) 818-9200 

Facsimile: (212) 818-9606 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

  
-------------------------------------------------------------------------------------- X  

Green Ivy Educational Consulting, LLC, 
 
   Opposer, 
 
 v. 
 
Green Ivy Holdings LLC,  
 
   Applicant. 

: 

 

: 

 

: 

 

: 

 

: 

 

 

Opposition No. 91211873 
 
Serial Nos.: 85775379, 85775380 
and 85775382 
 
Marks:  GREEN IVY, GREEN 
IVY SCHOOLS and GREEN 
IVY LEARNING 
 

-------------------------------------------------------------------------------------- X  

I, Mark Lerner, declare under penalty of perjury: 

I am a partner with the law firm of Satterlee Stephens Burke & Burke LLP, counsel for 

Opposer, Green Ivy Educational Consulting, LLC (“GIEC” or “Opposer”).  I submit this 

declaration in support of GIEC’s Motion for an Order to Compel Production and Responses to 

Interrogatories.  

1. Since at least as early as May, 2004, GIEC has provided various educational 

services including academic coaching, test preparation counseling, curriculum development, 

workshops and consultation services relating to the implementation of its organizational and time 

management program into school curriculums and home environments under the mark GREEN 

IVY. 

2. GIEC instituted this action on August 5, 2013 by filing a Notice of Opposition.  

3. During the initial conference between the parties, Applicant acknowledged that it 

was aware of GIEC and its use of the mark GREEN IVY in, at a minimum, California. Applicant 

had nonetheless filed applications to register the marks GREEN IVY, GREEN IVY SCHOOLS 

and GREEN IVY LEARNING after learning of GIEC’s existence. Though Applicant was 

advised that GIEC has in fact used the mark GREEN IVY around the country and has a national 

reputation, it persisted with the application.   

4. Following the initial conference between the parties, GIEC voluntarily provided 

documents evidencing its use of the mark without service of any discovery demands expecting 
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similar voluntary production of documents by Applicant based on its representation that it would 

provide such documents.  These documents were never forthcoming.  

5. Early efforts to settle the opposition have proven unavailing, and Applicant has 

engaged in an effort to delay proceedings.  

6. On November 13, 2013 – the deadline for serving initial disclosures – Applicant 

contacted GIEC and expressed a willingness to meet to discuss settlement. During a phone call 

on that day, Applicant requested an adjournment of the deadline to serve initial disclosures. 

GIEC refused given the lack of meaningful discussions to date, but expressed a willingness to 

meet to discuss settlement. On or about November 14, 2013, GIEC proposed a settlement 

meeting the following week. Applicant never responded. 

7. On November 13, 2013 following service of its Initial Disclosures, GIEC served 

its Request for Production of Documents and Request for Admissions and First Set of 

Interrogatories on Applicant, copies of which are annexed hereto as Exhibits A and B. 

8. GIEC has also served Notices of Deposition scheduling depositions for January 8, 

9 and 17. Applicant has never responded to the deposition notices. It has not indicated that these 

dates are in any way inconvenient or difficult. 

9. The deadline for Applicant to respond to the written discovery requests was 

December 18, 2013. However, no responses to written discovery requests, interrogatories or 

requests to admit were served on December 18, 2013 or thereafter.  

10. Applicant never contacted GIEC while the requests were pending and never 

advised it that it would not meet the December 18, 2013 deadline.  

11. On December 23, 2013, the undersigned contacted counsel for Applicant to seek 

information on why there had been no production and whether and when it could expect 

responses to be provided. Counsel for Applicant offered no excuse or justification for the failure 

to respond. Rather, counsel advised only that Applicant was aware documents and interrogatory 

responses were due and that he needed to speak to his client. He did not provide any specific 

information about when he might speak to his client or when he anticipated being in a position to 
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respond to the discovery requests.   

12. Counsel for Applicant also advised that he was aware of the deposition schedule 

based on the notices served by GIEC, but did not otherwise comment.   

13. The undersigned made it clear that GIEC would like to maintain the deposition 

schedule, but that lack of timely service of responsive documents may make it difficult to do so.   

 I declare under laws of perjury of the United States of America that the foregoing is true 

and correct and this declaration was executed on December 24, 2013 in New York, New York.  

   

 Mark Lerner 
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